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Office Action Summary 
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09/820,328 



Examiner 

Frank W Lu 



Appiicant(s) 

KILIAN, ANDRZEJ 



Art Unit 

1634 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERiOD FOR REPLY IS SET TO EXPIRE 3 IVIONTH(S) FROM 
THE IVIAILiNG DATE OF THIS COMIVIUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication, 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 25 April 2002 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-40 is/are pending in the application. 

4a) Of the above claim{s) 23-40 is/are withdrawn from consideration. 

5) M Claim(s) 1-22 is/are allowed. 

6) 0 Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing{s) filed on 3/29/01 (oriainai) is/are: a)n accepted or b)K objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAll b)D Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(5) 




Notice of References Cited (PTO-892) 
Notice of Draftsperson's Patent Drawing Review {PTO-948) 
ifomnation Disclosure Statement(s) (PTO-1449) Paper No(s) 4 and 10 . 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Infomnal Patent Application (PTO-152) 

6) n Other; 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 11 
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DETAILED ACTION 



Election/Restriction 



1. Applicant's election with traverse of Group I, claims 1-22, species plant in claim 19, and 
species rice in claim 20 in Paper No. 9 is acknowledged. The traversal is on the ground(s) that: 
(1) " there is no undue burden imposed on the examiner to search these allegedly separate 
Groups."; (2) " [GJroups 11, III, IV, and V are all classified in the exact same subclass, " (3) 
"[G]roup II and III are drawn to exactly the same invention," while " [G]roups IV and V are both 
drawn to the same invention,"; (4) "[E]ach member of the Markush group recited in claim 20 
share a common utility in that each organism recited in claim 20 is used as source from which a 
diversity panel can be made according to the method of claim L"; and (5) "election of a single 
species as required by the examiner, in addition to being improper as a matter of examination 
procedure, is nonsensical and would alter the objection of the claimed invention.". 

The above arguments have been fully considered and have not been found persuasive 
toward the withdrawal of the restriction requirement nor persuasive toward the relaxation of 
same such that Groups I to VI will be examined. First, restriction requirement was not based on 
classifications of Groups II, III, IV, and V. Second, as shown in previous office action in Paper 
No: 7, the examiner clearly explained that different and distinct searches were required for each 
restriction groups (see previous office action). Therefore, there will be undue burden imposed on 
the examiner to search all groups. Third, MPEP § 803.02 states that "[I]f the members of the 
Markush group are sufficiently few in number or so closely related that a search and examination 
of the entire claim can be made without serious burden, the examiner must examine all the 




Application/Control Number: 09/820,328 



Page 3 



Art Unit: 1634 

members of the Markush group in the claim on the merits, even though they are directed to 
independent and distinct inventions. However, 6 different organisms in claim 19 and 18 
different plant in claim 20 are not few in number or are not so closely related. For example, 
species in claim 19 are different organisms. Fourth, each member of the Markush group recited 
in claim 20 does not share a common utility since these plants have different structural features 
(rice is different from apple) (See MPEP § 803,02). Fifth, election of a single species would not 
alter the objection of the claimed invention since a first diversity panel in step (a) of claim 1 
could be from nucleic acids of two or more identical organisms (see claim 18). 

Therefore, the requirement is still deemed proper and is therefore made FINAL. 



2. This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR 1. 821(a)(1) and (a)(2). However, 
this application fails to comply with the requirements of 37 CFR 1.821 through 1.825 for the 
reason(s) set forth on the attached Notice To Comply With Requirements For Patent 
Applications Containing Nucleotide Sequence And/Or Amino Acid Sequence Disclosures. 
Direct the reply to the undersigned. 



Sequence Rules Compliance 



Conclusion 

3. Claims 1-22 appears to be allowable since, during the prior art search, there was no prior 
art that taught all limitations recited in claim 1. 
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4. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center located in Crystal 
Mall L The faxing of such papers must conform with the notices published in the Official 
Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 (November 16, 1993), and 1157 OG 
94 (December 28, 1993)(See 37 CAR § 1 .6(d)). The CM Fax Center number is either (703) 308- 
4242 or (703)305-3014. 

Any inquiry concerning this communication or earlier conmiunications from the examiner 
should be directed to Frank Lu, Ph.D., whose telephone number is (703) 305-1270. The 
examiner can normally be reached on Monday-Friday from 9 A.M. to 5 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, W. Gary Jones, can be reached on (703) 308-1 152. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the patent Analyst of the Art Unit, Ms. Chantae Dessau, whose telephone number is 
(703) 605-1237. 



Frank Lu 
July 12, 2002 




ETHANaWWSENANT 
PRMARYEXAIyW4ER 



Application No.: Ofk^^^ 
^nriCP TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS CONTAINING 
SoTmfsS^E AND^^^^ AMINO ACID SEQUENCE DISCLOSURES 

The nucleotide and/or amino acid sequence disclosure "'"J^^^PP'fg^^^^ ^slsTor 

comply with the requirements for such a disclosure as set forth in 37 C.F.R. 1.821 1.825 for 

the following reason(s): 

^ 1. This application clearly fails to comply with the ^^^^f^^^^^^^^ a^sfp^ 
IS attention is directed to these regulations, published at 1114 OG 29. May 15. 1990 and 
18230. May 1. 1990. 

R7, 2. This application does not contain, as a separate part of the disclosure on paper copy, a "Sequence 
IaI Usting" as required by 37 C.F.R. 1 .821(c). 

rvi 3. A copy of the 'Sequence Usting" in computer readable form has not been Submitted as required by 
lAl 37 C.F.R. 1.821(e). 

n 4. A copy of the "Sequence Usting" in computer readable forrn has been submitted^ However, the 
□ content of the computer readable form does not comply w.th the requirements of f ^ j^^" J •«22 
and/or 1 .823. as indicated on the attached copy of the marked-up "Raw Sequence Ust.ng. 

n 5. The computer readable form that has been filed with this application has been ^"'JJo Je damaged 
U and/or unreadable as indicated on the attached CRF ^f^^^J'^^^^^^^^^.^^^ ^ 
computer readable form must be submitted as required by 37 C.F.R. 1.825(d). 

n 6. The paper copy of the "Sequence Usting" is not the same as the computer readable form of the 
U "Sequence Usting" as required by 37 C.F.R. 1.821(e). 

j-j 7. Other: ^ . ■ ■ 

Applicant Must Provide: 

g An initial or substitute computer readable form (CRF) copy of the "Sequence Usting". 

^ An initial or substitute paper copy of the "Sequence Usting". as well as an amendment directing its 

1X1 entry into the specification. 

.IDI A statement that the content of the paper and -^^^^^^^^f^lf, l^ZlUg) 
IKI applicable, include no new matter, as required by 37 C.F.R. 1.821(e) or 1.821(0 or 1.821(g) or 

1.825(b) or 1.825(d). 

For questions regarding compliance to these requirements, please contact 

For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 
For Patentin software help, call (703) 308-6856 

PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR RESPONSE 



